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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 26 October 2007 . 
2a)D This action is FINAL. 2b)[EI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1-11 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) D Claim(s) 1-9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Status of Claims 

1 . Claims 1-9 are currently under examination. Applicant's election without traverse 
of Invention I, Claims 1-9 in the reply filed on October 11, 2007 is acknowledged. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 05- 
033866. 

With respect to claim 1, JP ('866) discloses a combined oil-control ring consisting 
of a spacer expander and a pair of side rails supported by the spacer expander (Figures 
1 and 2), wherein at least ears of the spacer expander made of austenitic stainless steel 
(paragraph [0011] and Figures 1 and 2, machine translation) in contact with inner 
peripheral surface of the side rails are subjected to gas nitriding to form a nitriding 
surface layer of a desired thickness of 12-25 microns (paragraphs [0015] and [0016], 
machine translation). 

JP ('866) does not disclose that the surface nitriding layer comprise a phase 
having peaks at 29 = 40° and 20 = 46° by Cu-Ka X-ray diffraction as claimed. However, 
it has been well held where the claimed and prior art products are identical or 
substantially identical in structure or composition, or are produced by identical or 
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substantially identical process, a prima facie case of either anticipation or obviousness 
has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 
1977), MPEP 2112.01 [R-3] I. In the instant case, the claimed and JP ('866)'s austenitic 
stainless steels are identical or substantially identical in structure or composition and 
are produced by identical or substantially identical gas nitriding processes, therefore a 
prima facie case of obviousness exists. The same phase would be expected on the 
surface of the austenitic stainless steel of JP ('866) as on the surface of the austenitic 
stainless steel after the nitriding process. 

The thickness range of the nitriding surface layer overlaps the claimed range. A 
prima facie case of obviousness exists. See MPEP 2144.05 I. 

The phrase "are subjected to gas nitriding at a temperature of 470° C or higher" 
in lines 4 and 5 of claim 1 is a process limitation in a product claim. Even though the 
claim 1 is limited by and defined by the process, determination of patentability is based 
on the product itself. JP ('866) discloses a combined oil-control ring (abstract, machine 
translation), which reasonably appears to be only slightly different than the respective 
claimed products, in claim 1. A rejection based on section 103 of the status is eminently 
fair and acceptable. See MPEP 21 1 3. 

3. Claims 2-4 and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP ('866) as applied to claim 1 above and in view of JP 2002-310299. 

With respect to claims 2-4 and 6-8, JP ('866) does not disclose the claim 
features. JP ('299) discloses forming on the surface of the side rails faced to the spacer 
expander a fluorocarbon resin coating containing a solid lubricant comprising 
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molybdenum disulfide and graphite (Figures 1 and 2, claims 3 and 4, machine 
translation). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to form a fluorocarbon resin coating containing a solid lubricant on 
the surface of the side rails faced to the spacer expander of JP ('866) as disclosed by 
JP ('299) in order to prevent abnormal vibration and eliminate noise as disclosed by JP 
('299) (abstract, machine translation). 

4. Claims 5 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP ('866) in view of JP ('299) as applied to claims 2 and 6 above and further in view of 
J P 02-2 14796 A. 

With respect to claims 5 and 9, JP ('866) in view of JP ('299) does not disclose 
that the resin contains at least one of Ti0 2 and C12A7 compound as claimed. However, 
it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to substitute the molybdenum disulfide of JP ('866) in view of JP ('299) with 
claimed Ti02with expected success, because these compounds are functionally 
equivalent in terms of being used as lubricants as disclosed by JP ('796 A) (abstract). 
See MPEP 2144.05 II. 

Conclusion 

5. This Office action is made non-final. Any inquiry concerning this communication 
or earlier communications from the examiner should be directed to Weiping Zhu whose 
telephone number is 571-272-6725. The examiner can normally be reached on 8:30- 
16:30 Monday to Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



WZ 




10/26/2007 



|H mm BW8SWB 



